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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see page 2 and the first paragraph of page 6, filed 8/26/2004, with 
respect to the objection to the abstract, have been fiilly considered and are persuasive. The 
objection to the specification/abstract has been withdrawn. 

2. Applicant summarizes the general problem addressed in the present application, the 
solution as described in the specification, and the rejections of the last office action on pages 6-7 
of the response filed 8/26/2004. Examiner generally agrees with this characterization of the 
specification and the rejections. 

3. AppHcant's arguments, see "Rejection of claim 2 Under 35 U.S.C. 1 12" on page 7, filed 
8/26/2004 have been fully considered but they are not persuasive. The applicant points out the 
sections of the specification that support the limitation of "the ID received via the Intemet". 
However, the previous office action rejected claim 2 under 35 U.S.C. 1 12, second paragraph, for 
lacking antecedent basis for this limitation in the claim. The rejection can be overcome by either 
specifically referring to "an ID received via the Internet" in parent claim 1 or earlier in claim 2, 
or by changing the limitation to "an ID received via the Internet". The rejection is maintained 
below. 

4. Applicant's arguments, see "Rejection of Claims 1 and 10 Under 35 U.S.C. 102(e)" on 
pages 7-9, filed 8/26/2004, have been fiilly considered but they are not persuasive. 

In the first paragraph of this section, applicant argues that Beser does not address the 
problem of penetrating a security firewall do directly address a LAN-connected VoIP telephone 
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from outside the LAN. While this may be true, there is nothing in the broad claim language that 
limits claims 1 or 10 as a solution to this type of problem. 

In the second and third paragraphs of this section, applicant argues that Beser requires a 
trusted third-party device in order to successfully originate calls outside the network to 
telephones in the private network. Applicant argues that this is in contrast to the present 
application. While there may be differences between Beser and the invention as described in the 
specification, the claim language is broad and does not exclude the method of Beser; there is 
nothing in claims 1 and 10 which indicates that the third-party device cannot be used as part of 
the implementation. 

In the fourth paragraph of this section, applicant continues the argument to state that the 
network device of Beser is not analogous to the telephone controller of claims 1 and 10 because 
the network device of Beser is external to the private network and the telephone controller of 
claims 1 and 10 is intended to be intemal to the LAN. Applicant cites figures 7 and 8 as 
evidence of this assertion. However, there is nothing in the claim language indicating whether 
the telephone controller is located inside or outside of the LAN. 

In the fifth paragraph of this section, applicant argues that there is no discussion in Beser 
of employing an ID 412 like that of the present application. AppUcant further argues that Beser 
discusses using domain names to "initiate the VoIP association" and that neither claim 1 nor 
claim 10 provides for such negotiation. Applicant further argues in this paragraph that no 
provision is made for the "unique identifier" of Beser to enable an outside telephone to call an 
inside telephone without first negotiating a tunneling association. However, there is nothing in 
the claim language thus limiting the claims. The claim language of claims 1 and 10 is broad and 
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in no way limits the invention to establishing a connection between an outside telephone and an 
inside telephone without first negotiating a tuimeling association. 

Li the sixth paragraph of this section (on page 9), applicant argues that the edge router is 
not analogous to the control circuit of the claimed invention because the edge router is external 
to the private network. Applicant also argues that the edge router differs fi-om the control circuit 
in fimction. While these points may distinguish the invention described in the specification of 
the present application fi*om Beser, there is nothing in the claim language to thus limit claims 1 
and 10. 

Generally speaking, the applicant has argued points from the specification of the 
application and not the claim language. The rejection of claims 1 and 10 under 35 U.S.C. 102 (e) 
&*om the previous action is maintained below. 

5. Apphcanfs arguments, see "Rejection of Claims 1-3, 6, and 8-1 1 Under 35 U.S.C. 
103(a)" on pages 9-14, filed 8/26/2004, have been fiilly considered but they are not persuasive. 

In the first paragraph of this section, applicant explains that the rejection is traversed. 

In the second paragraph of this section, applicant broadly summarizes the general 
argument against the rejection and summarizes the Borella reference. Applicant argues that 
Borella does not address penetrating a security firewall to directly call a LAN-connected 
telephone from outside the LAN; however, the broad claim language does not limit the invention 
to this problem of penetrating a security firewall. 

In the third paragraph of this section, applicant addresses the rejection of claims 1 and 10. 
Applicant argues along lines similar to the argument of the 35 U.S.C. 102(e) rejection. For 
example, applicant argues that the gatekeeper of Borella is not analogous to the telephone 
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controller of claims 1 and 10 because the gatekeeper is external to the edge network of Borella. 
Applicant cites figures 7 and 8 to support this argument. However, these limitations are not 
contained in the broad claim language of claims 1 and 10. Applicant also argues that Beser does 
not contain a discussion of "employing an ED 412 that includes the domain name 302 of the 
telephone controller 100, recognizable by the Intemet name server 501, along with identification 
information (which may include a user name 300 and extension telephone number 301), 
recognizable by the telephone controller 100 of the LAN 1". However, the claim language is 
broader than this and Beser does disclose the claim limitations as described above and in the 
original rejection. 

In the fourth paragraph of this section, applicant addresses the rejection of claims 2 and 
1 1 . AppUcant argues that Borella does not disclose the limitations of these claims because "use 
of a NAT-enabled router 3 does not solve the problem of avoid having the firewall block calls to 
inside telephones 200, 201 connected to the LAN 1 fi-om an outside telephone 510 connected to 
the hitemet 2". However, there is nothing in the claim language limiting the invention to these 
limitations. 

In the fifth paragraph of this section, appUcant addresses the rejection of claim 3. 
Applicant argues that the claimed invention is distinguishable from Borella because the claim 
requires the notification to be performed by the control circuit, while it is done in the router in 
Borella. However, in the original office action (lines 7-8 of page 5), examiner stated that "Note 
that in this office action, the embodiment whereby the gateway and the router are part of the 
same device is assumed (see lines 56-60 of colvuim 6)"; thus the router is the controller and thus 
comprises the control circuit. Applicant also argues that the router is clearly distinct fi:*om the 
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telephone controller of the claimed invention because the telephone controller is geared toward 
the aforementioned firewall problem. As stated previously, this limitation is not in the current 
broad claim language. 

In the sixth paragraph of this section, applicant addresses the rejection of claim 6. 
Applicant argues that "First, as discussed above in connection with the rejection of Claims 1 and 
10 as unpatentable over Borella et al. in view of Beser et al., the ED 412 of the claimed invention 
is not analogous to features discussed in Borella". As stated above in this document, examiner 
disagrees and believes that the rejection should be maintained in view of the broad claim 
language. Applicant further argues that the teaching of Borella cited by the examiner is not 
analogous to the limitations of claim 6. Specifically, applicant argues that "While there may be 
some generic commonality in terms of storing information relating to VoIP telephone calls, such 
storage occurs within entirely distinct architectures and for different purposes, as discussed 
above". However, as discussed above, the broad claims in no way limit the invention to the 
architectures and purposes of the specification or those cited in the amendment filed 8/26/2004. 
Further, applicant argues that "the record kept by Borella et al. appears to be limited to outgoing 
calls (those handled by the first gatekeeper) and is done solely for billing purposes, while the 
record kept according to Claim 6 appears to include both incoming and outgoing calls 
("communication history information for each ID**) and is not associated with a limitation as to 
purpose". While it may be true that Borella keeps the records for only outgoing calls, there is 
nothing in the claims indicating that the table includes both incoming and outgoing calls. 

In the seventh paragraph of this section, applicant addresses the rejection of claim 8. 
Applicant again argues that the control circuit and ID of claim 8 are not analogous to features in 
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Borella. Examiner disagrees as stated numerous times above. Further, applicant argues that the 
function of allocating an address in Figure 3 of Borella occurs outside the edge networks and 
thus is contrasted with claim 8 in which the communication takes place within the LAN 1. 
Examiner again disagrees on the basis that the broad claim language in no way limits the 
invention to be performed within a single LAN. 

Li the eighth paragraph of this section, applicant addresses the rejection of claim 9. 
Applicant argues that Borella is not analogous to the claimed invention because the transfer of 
information does not take place between a telephone controller within a LAN 1 and another 
telephone controller. However, examiner disagrees and maintains the position that the gateways 
disclose the features of the telephone controllers based on the broad claim language; nothing in 
the claim language distinguishes the features of claim 9 from the teachings of Borella as stated in 
the previous action. 

6. AppHcanfs arguments, see "Rejection of Claims 4-5 and 7 Under 35 U.S.C. 103(a)" on 
pages 14-17, filed 8/26/2004, have been fully considered but they are not persuasive. 

In the first paragraph of this section, the applicant restates the rejection and states the 
argument in broad terms. 

In the second paragraph of this section, applicant argues that Chimura does contain any 
discussion of security or firewalls. Examiner concedes that even if this is the case, there is 
nothing in the broad claim language limiting the claims this way. Applicant provides what 
appears to be an accurate summary of the Chimura reference in the rest of this paragraph. 

In the third paragraph of this section, applicant addresses the rejection of claim 4. 
Applicant argues that the host name of Chimura is not analogous to the user name of the claimed 
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invention as a host identifies a computer which may have several user accounts. Apphcant 
argues that Chimura gives city names as examples of the host name while the specification of the 
present application gives personal names as examples of the user name. However, these 
examples are not part of the claimed limitation and the examiner has given the term the broadest 
reasonable interpretation which certainly reads on host name as this helps identify the particular 
user. The combination of host name and office number identifies a particular telephone set to 
which the call is destined. Applicant fiulher argues that the office nimiber appears to be distinct 
fi:-om extension number and cites column 7, lines 50-61 as evidence. Examiner disagrees and has 
again given the claim it's broadest reasonable interpretation. The office number is used along 
with the host name to identify the telephone set to which a call is destined and as such can be 
seen as a telephone extension number in the broadest reasonable reading of the claim. Applicant 
additionally argues that Chimura doesn't address the problem of enabling telephones 200, 201 to 
receive direct calls fi"om an outside telephone 510. As stated above, the broad claim language 
does not limit the claims in this manner and thus Chimura discloses the limitation of this claim. 

Jn the fourth paragraph of this section, applicant addresses the rejection of claim 5. 
Applicant argues that the host name of Chimura is not analogous to the user name of the claimed 
invention as a host identifies a computer which may have several user accounts. As stated above 
regarding claim 4, the examiner has given the term the broadest reasonable interpretation which 
certainly reads on host name as this helps identify the particular user. The combination of host 
name and office number identifies a particular telephone set to which the call is destined. 
Applicant fiirther argues that the office number appears to be distinct fi*om extension number. 
Examiner disagrees and has again given the claim it's broadest reasonable interpretation. The 
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office number is used along with the host name to identify the telephone set to which a call is 
destined and as such can be seen as a telephone extension number in the broadest reasonable 
reading of the claim. Applicant additionally argues that Chimura doesn't address the problem of 
enabling telephones 200, 201 to receive direct calls from an outside telephone 510. As stated 
above, the broad claim language does not limit the claims in this manner and thus Chimura 
discloses the limitation of this claim. 

In the fifth paragraph of this section, appHcant addresses the rejection of claim 7. 
Applicant argues that Figure 3 of Borella does not appear to reveal anything analogous to 
updating a table. However, as stated in the original rejection in the previous office action, the 
telephone initiates the sequence with the initial setup and the router is ultimately updated by 
allocating address(es) and thus updating a table within the router. Applicant also argues that 
there is not analog to the telephone controller because of differences in architecture; examiner 
has previously argued that these architectural differences are not contained in the claim language. 

For reasons disclosed in detail above, the previous rejections are maintained and this 
office action is made final. 

Claim Rejections - 35 USC§112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 2 recites the limitation "the K) received via the internet" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language, 

10. Claims 1 and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
6,496,867 to Beser et al. 

Regarding claims 1 and 10, Beser discloses a telephone controller (network device 14 of 
Figure 1) controlling a plurality of telephones (represented by telephony device 24 of Figure 1) 
connected to the Internet (public network 12 of Figure 1) via a LAN (private network 20 of 
Figure 1). The telephone controller (network device 14) comprises an IP address allocating 
circuit which allocates a private IP address to each of the telephones as described in step 152 of 
Figure 8. The network device selects a private IP address for the telephone that initiated the 
voice-over-IP session in Figure 5. Beser discloses the limitation of a memory in which a table 
indicating a correspondence between IDs of the plurality of telephones and the private IP 
addresses is stored in lines 28-36 of column 12. The VoIP association is the tunneling 
association discussed throughout Beser and is identified with an originating and terminating 
telephony device. This passage clearly indicates that the private IP addresses are stored in a 
network address table on the network device. Beser discloses the limitation of a control circuit 
which controls communication between the telephones and the Intemet using private IP 
addresses in lines 19-24 of column 4 in which the network devices are described as edge routers 
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in an exemplary embodiment. This passage indicates that these routers route packets between 
the public and private networks, thus controlling the communication between the telephones and 
the Internet (public network). Beser discloses the limitation that the ID includes a domain name 
in lines 38-41 and 55-57 of column 10. 

Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

12. Claims 1-3, 6 and 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 6,731,642 to Borella et al in view of U.S. Patent 6,496,867 to Beser et al. 

Regarding claims 1 and 10, Borella discloses a telephone controller (gatekeeper 30 or 32 
and router 18 or 20 of Figure 1) controlling a plurality of telephones (represented by caller 
station 24 Figure 1) connected to a LAN (edge network 14 of Figure 1). Note that in this office 
action, the embodiment whereby the gateway and the router are part of the same device is 
assumed (see lines 56-60 of column 6). Borella discloses the limitation of an IP address 
allocating circuit which allocates a private IP address to each of the telephones in lines 19-22 of 
column 9 which describes the allocation of a private IP address by the router 20. Borella 
discloses the limitation of a memory in which a table indicating a correspondence between Ids of 
the telephones and the private IP addresses is stored in the network address translation performed 
by the routers (see lines 49-53 of column 10 for example). In order to perform this translation, it 
is inherent that the router must have a table storing the association between the station ID (proxy 
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public callee address) and the private IP address (private callee address). Borella also discloses a 
control circuit which controls communication between the plurality of telephones and the 
Internet using the private IP addresses in lines 49-53 of column 10. This explains how the router 
performs network address translation on the packets between the caller and callee which controls 
the communication between these devices over the Internet (IP Backbone media stream 12). 

Borella does not disclose expressly the limitation that the ID includes a domain name of 
the telephone controller and identification information. 

Beser discloses the limitation that the ID includes a domain name and identification 
information in lines 38-41 and 55-57 of column 10. Borella and Beser are analogous art because 
they are from the same field of endeavor of communication using IP networks. At the time of 
the invention, it would have been obvious to modify Borella to use the email address (including 
the domain name) of the user as the ID. The motivation for doing so would have been to allow 
easier mobility of the users as suggested in lines 57-66 of column 10. Therefore, it would have 
been obvious to combine Beser with Borella for the benefit of easier mobility of users to obtain 
the invention as specified in claims 1 and 10. 

Regarding claims 2 and 11, Borella discloses the limitation of extracting identification 
information and searching the table to obtain the private EP address in the network address 
translation described in lines 49-53 of column 10. 

Regarding claim 3, Borella discloses the limitation that the control circuit notifies the 
allocated IP address to the telephone in step 104 of figure 3. As described in lines 24-26 of 
column 9, this message includes the private callee address. 
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Regarding claim 6, Borella discloses the limitation that the memory stores a table 
indicating communication history information for each ID in lines 14-15 of column 8. Here, 
Borella explains that the gatekeeper will store the private caller address in order to determine 
billing information (which requires a history of the communication information). 

Regarding claim 8, Borella discloses the means for receiving the ED wherein the control 
circuit stores the ID received from said means in the allocate address messages of Figure 3. 
These messages contain ID information which are inherently received (transferred from one 
device to another) and are inherently stored (as discussed above in order to use this information 
to perform the network address translation). 

Regarding claim 9, Borella discloses the limitation of the transfer circuit which transfers 
information stored in the table to some other telephone controller in the gatekeeper setup 
message 92 of Figure 3. As described in lines 45-52 of column 8, this message includes caller 
and callee identification information (stored in the table) from one telephone controller (first 
gatekeeper) to another telephone controller (second gatekeeper). 

13. Claims 4-5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,731,642 to Borella et al in view of U.S. Patent 6,496,867 to Beser et al as applied to 
parent claim 1 under 35 USC 103(a) above, and further in view of U.S. Patent 6,400,719 to 
Chimura et al. 

Regarding claim 4, the limitations of the parent claim 1 are disclosed by Borella and 
Beser as addressed above. Borella and Beser do not disclose expressly the limitation of claim 4 
of the identification information being composed of a user name and an extension telephone 
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number. Chimura discloses the limitation of identification information being composed of a user 
name (host name) and extension telephone number (office number) in lines 52-54 of column 5. 
Borella, Beser, and Chimura are analogous art because they are from the same field of endeavor 
of communication using IP networks. It would have been obvious to modify Borella, as 
modified above, to store the telephone extension and user name in a table. The motivation for 
doing so is so that the host name associated with the office number can be used to access a DNS 
server to determine the location of the gateway serving that host as described in the abstract. 
Therefore, it would have been obvious to combine Chimura with Borella and Beser for the 
benefit of using a standard DNS server to obtain the invention as specified in claim 4. 

Regarding claim 7, with the limitations of parent claim 4 addressed above, Borella 
discloses the limitation of the table being updated in response to a request from the telephone in 
Figure 3. The telephone initiates the sequence with the initial setup which ends up in the table in 
the router being updated to support the network address translation discussed above. 

Regarding claim 5, the limitations of the parent claim 1 are disclosed by Borella and 
Beser as addressed above. Borella and Beser also disclose the memory containing a table 
relating the ID and the private IP address in the network address translation discussed above. 
Borella and Beser do not disclose expressly the limitation of claim 5 of the memory storing a 
table indicating the correspondence among the extension and user name in addition to the ID and 
private IP address. Chimura discloses the limitation of the table including additionally a user 
name (host name) and extension telephone number (office number) in Figure 4. Borella, Beser, 
and Chimura are analogous art because they are from the same field of endeavor of 
communication using IP networks. It would have been obvious to modify Borella, as modified 
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above, to store the telephone extension and user name in a table. The motivation for doing so is 
so that the host name associated with the office number can be used to access a DNS server to 
determine the location of the gateway serving that host as described in the abstract. Therefore, it 
would have been obvious to combine Chimura with Borella and Beser for the benefit of using a 
standard DNS server to obtain the invention as specified in claim 4. 

Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi"om the mailing date of the advisory action. Li no event, 
however, will the statutory period for reply expire later than SDC MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Robert C. Scheibel whose telephone number is 571-272-3169. 
The examiner can normally be reached on Monday and Thursday fi-om 6:30-5:00 Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Seema S. Rao can be reached on 571-272-3174. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/738,981 Page 16 

Art Unit: 2666 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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